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earned patent term adjustment. See 37 CFR 1.704(b). 
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2a)D This action is FINAL. 2b)E3 This action is non-final. 
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DETAILED ACTION 



1. 



This Action is in response to Application filed 2/14/01. 



2. 



Claims 1-18 are presented for examination. 



3. 



This Action is non-Final. 



Priority 



4. Applicant has not complied with one or more conditions for receiving the benefit of an 
earlier filing date under 35 U.S. C. 120 as follows: 

The later- filed application must be an application for a patent for an invention which is 
also disclosed in the prior application (the parent or original nonprovisional application or 
provisional application); the disclosure of the invention in the parent application and in the 
later-filed application must be sufficient to comply with the requirements of the first 
paragraph of 35 U.S.C. 1 12. See Transco Products, Inc. v. Performance Contracting, Inc., 
38 F.3d 551, 32 USPQ2d 1077 (Fed. Cir. 1994). 

Specifically, priority application 09/296,479 does not disclose the steps of presenting a 
button on a display screen for a first website and a second website and capturing the identity 
of products on the respective websites upon selecting the button. Because these steps are 
recited in independent claims 1, 7 and 13 of the present application, claims 1-18 are not 
entitled to the benefit of application 09/296,479. 



5. 



Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

6. Claims 13-18 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. Specifically, the claims are directed towards "logic," which 
the Examiner reasonably interprets may consist of software. Software per se in non-statutory 
when it is not tangibly embodied. See MPEP 2106 IV. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

8. Claims 1-18 are rejected under 35 U.S.C. 102(e) as being anticipated by Franklin et al. 
(US 6,125,352) (hereinafter Franklin). 

9. As for claims 1, 7 and 13, Franklin discloses a method, computer program product and 
system for allowing selection of products while navigating multiple websites, comprising the 
steps of: 

(a) presenting a button on a display screen displaying a web page of a first website, 
wherein the web page has information about a first product thereon (col. 2, line 56 - col. 3, 
line 2; col. 11, lines 1-10); 
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(b) capturing an identity of the first product upon selection of the button (col. 2, line 56 - 
col. 3, line 2; col. 11, lines 1-10); 

(c) presenting the button on the display screen upon displaying a web page of a second 
website, wherein the web page of the second website has information about a second product 
thereon (col. 3, lines 2-14; col. 11, lines 1-10); 

(d) capturing an identity of the second product upon selection of the button (col. 3, lines 
2-14; col. 11, lines 1-10); 

(e) placing the identities of the products in a list (shopping basket; col. 2, lines 47-51); 

and 

(f) outputting at least a portion of the list (view shopping basket; col. 2, lines 47-51). 

10. As for claims 2, 8 and 14, Franklin discloses the method as recited in claim 1, wherein 
identities of alternative products are also output (col. 8, lines 19-29). 

11. As for claims 3, 9 and 15, Franklin discloses the method as recited in claim 1, wherein 
information about a vendor of the products listed on the portion of the list is output (col. 9, 
lines 5-14; col. 9, lines 29-42). 

12. As for claims 4, 10 and 16, Franklin discloses the method as recited in claim 3, wherein 
the vendor is selected based on the number of products on the portion of the list that are 
available from the vendor (col. 9, lines 29-41). 

13. As for claims 5, 1 1 and 17, Franklin discloses the method as recited in claim 3, wherein 
the vendor is selected based on at least one of prices of the products, proximity to the vendor, 
availability of delivery, whether the products are in stock, wrapping availability, shipping 
availability, tracking availability, and a loyalty program (col. 9, lines 29-41). 
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14. Claims 1, 7, and 13 are further rejected under 35 U.S.C. 102(e) as being anticipated by 
Godden et al. (US 6,401,077 Bl) (hereinafter Godden). 

15. As for claims 1, 7 and 13, Godden discloses a method, computer program product and 
system for allowing selection of products while navigating multiple websites, comprising the 
steps of: 

(a) presenting a button on a display screen displaying a web page of a first website, 
wherein the web page has information about a first product thereon (col. 3, lines 2-28); 

(b) capturing an identity of the first product upon selection of the button (col. 3, lines 24- 
28); 

(c) presenting the button on the display screen upon displaying a web page of a second 
website, wherein the web page of the second website has information about a second product 
thereon (col. 3, lines 2-28; col. 5, lines 24-47); 

(d) capturing an identity of the second product upon selection of the button (col. 3, lines 
24-28); 

(e) placing the identities of the products in a list (shopping cart; col. 3, lines 2-28); and 

(f) outputting at least a portion of the list (col. 3, lines 2-28). 



Claim Rejections - 35 USC § 103 
16. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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17. Claims 6, 12 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Franklin. As for claims 6, 12 and 18, Franklin teaches outputting the list to a client device 
(consumer computer, Fig. 1), but does not explicitly disclose that the client device may be 
portable. "Official Notice 5 ' is taken that it is both known and expected in the art to use a 
portable client device, such as a laptop computer. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify Franklin by using a portable 
client device, such as a laptop computer, for the purpose of providing added convenience to 
the user. 

Conclusion 

18. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: US 6,754,636, note abstract, cols. 7-8; US 6,535,880 Bl, note abstract; US 
5,664,110, note abstract. 

19. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aaron C Perez-Daple whose telephone number is (571) 272- 
3974. The examiner can normally be reached on 9am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Follansbee can be reached on (571) 272-3964. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
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for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). 



Aaron Perez-Daple 
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